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CJEU: Position mark or figurative mark is irrelevant to the assessment of actual use of a trade mark
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On June 6, 2019, the European Court of Justice (CJEU) upholds
the General Court (GC) finding that for a figurative mark
featuring elements represented using dotted lines (in essence, a
position mark), these elements can be excluded from the
subject-matter of the sign. The CJEU finds, in essence, that
although the subject matter of a mark is defined by the
representation, the best approach is to apply common sense.
[Judgment of 6 June 2019 in Case C-223/18 P Deichmann v
EUIPO]

General Court assessment

The GC held that classification of the mark at issue as
“figurative” did not bar it from being treated as a “position
mark”. In this sense, when dotted lines are used to register a
trade mark, a description or disclaimer is often added to define
the scope of the protection claimed, the graphic representation
of the mark (shown below left) clearly identified, in solid lines,
the elements intended for protection and, in dotted lines, the
outline of the goods at issue, featuring that element.

Thus, the actual subject-matter of the mark is the cross device
and protection of the shoe silhouette is not sought. Contrary to
the Appellant’s claim, therefore, the mark (i.e. the cross device)
had been put to genuine use for sports footwear, as shown in
the samples below right.

Court of Justice decision

The Appellant claimed that, by disregarding the position
mark/figurative mark status, the GC did not correctly determine
the subject matter of the mark and so incorrectly assumed that
the mark had been put to genuine use.

The CJEU rejects the ground of appeal and upholds the GC’s
view that the classification of the mark as figurative rather than
position was irrelevant for the purposes of assessing actual use
of such a mark, as in the present case. In fact it could be
inferred directly from the graphic representation of the mark,
with sufficient precision, that protection was sought only for a
cross, consisting of two black intersecting lines, represented in
solid lines.

The CJEU also established that whether the mark in question
was registered as a figurative mark is irrelevant for determining
the scope of the application. The decisive factor for the scope of
the application for protection is the way in which the trade
mark is perceived. The CJUE therefore confirmed the judgment
of the GC and dismissed Appellant’s action.

The decision was split between the CJEU and the Japan IP High
Court on H28(Gyo-ke)10230 for the same matter and mark. |
feel the CJEU judgment is rather reasonable on the issue.
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